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1
Actual Status
During OP#15, the Secretary was requested to pursue the matter of IMS Trademark registration within ETSI and to report the results to OP#16 (Action OP15/3)

Early exploration has shown that it would be very difficult to register “IMS” as a word and/or a figurative trademark, because a search of identity has revealed many serious obstacles to a registration: A multitude of pertinent existing older registrations on “IMS” has been revealed, so that an application for the registration of a trade mark IMS, be it as a word mark or as a figurative mark, would have practically no chances to materialize.

2
Activities so far

a)
Following the information that ETSI should endeavour registering a trademark “IMS”, ETSI started on April 2006 a “beauty contest” amongst four law firms to obtain the best services to competitive prices and conditions and mandated the right-priced law firm with the registration of the trademark.

b)
To prepare the application, 

· the ETSI Secretariat started immediately the work on a draft of a list of goods and services required for the application for the registration of a trademark.

· it was decided to apply for an international trademark following the Madrid Protocol, with a French basis trademark in classes 9, 16, 35, 38 and 42.

· the mandated law firm performed a search of identity in France. Such search of identity is very much-needed before every application and in view of the risk most law firms would refuse to apply for a trademark without such a prior search.  

c)
In May 2006 the result of the search of identity was available and has revealed many serious obstacles to a registration of a trademark “IMS”, be it as a word mark or as a figurative mark. 


The trademarks and signs identified in the search report were covering identical or similar goods and services as those intended for ETSI’s trade mark application, e.g:

Identical word marks:

[image: image1.png]IMS N° 1474881 du S juillet 1988 et réguli¢rement rencuvelée en 1998, marque frangaise
au nom de la société INFORMATIONS MEDICALES ET STATISTIQUES en classes 9,
16,35,38,41 et 42;

IMS N° 92.400.141 du 2 janvier 1982 et régulierement renouvelée en 2002, marque
frangaise au nom de la sociét¢ THE BERQUIST COMPANY couvrant en classe 9 les
substrats de montage de composants électroniques :

IMS N° 612.548 du 6 décembre 1993, marque internationale au nom de la société
RUHRGAS AKTIENGESELLSCHAFT en classes 9 et 42 ;

IMS N° 569.459 du 5 juin 1997, marque communautaire au nom de la société IMS AG en
classes 9, 16, 35, 38,41, 42 ;

IMS N° 4973145 du 22 mars 2006, marque communautaire au nom de la société TUBE
CITY IMS CORPORATION en classe 35 notamment pour des services liés & la production
d’acier et de métal.




Identical Semi-Figurative marks:


[image: image2.png]N° 03.3.211.758 du 10 février 2003, marque frangaise au nom de la
SOCIETE INFORMATIQUE MARKETING SYSTEMS en classes 9, 35 et 42. Cette




[image: image3.png]marque a vraisembiablement €€ deposee suite a I'irrecevabiiiie du renouvellement de la
marque identique N° 92.442.813 du 28 octobre 1992.
N

IMSIN® 92.417.214 du 29 avril 1992 et régulitrement renouvelée en 2002, marque
frangaise au nom de la société MOOD MEDIA en classe 35 notamment. Cettc marque
semble toutefois liée au domaine musical ;

i
“UN° 99.795.024 du 1 juin 1999, marque frangaise au nom de la société
INTERNATIONAL MEDIA SERVICES en classes 35, 38 et 42 ;

s
FEFEE Ne 766.970 du 10 a0t 2001, marque internationale au nom de la société IMS
INDUSTRIAL MICRO SYSTEMS AG en classes 9 et 42 notamment ;

=ZIms
- N° 1600980 du 10 avril 2000, marque communautaire au nom de la société
IMS MESSSYSTEME GMBH en classes 9 et 42 notamment.




IMS being an element of marks with multiple word or figurative elements 
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3
Possible ways forward

Possible ways forward have been identified and analysed by ETSI so far:

a)
Buy the trade mark with the oldest prior rights

Buying the trade mark with the oldest prior rights would put ETSI in a situation to ascertain the oldest rights for “IMS”. 

This solution was dropped., because such a solution would require high additional costs and is besides the outcome of the negotiation with the holder of rights, likewise very unsafe as it is hardly foreseeable if that trade mark is of value (if a trade mark is not in use it is subject to revocation). 

b)
Negotiations with the owners of earlier priority

Negotiation of multiple differentiation agreements with the owners of older trademarks, enabling ETSI to have a co-existent trademark “IMS”. 

This solution was dropped, as the outcome of such negotiations was unpredictable and it would have implied very high additional costs. One would have needed to enter into negotiation with every owner of older trade marks, keeping in mind that off-house counsel is billing between € 250,- and € 350,- per hour. 

c)
Adding a supplementary word element to “IMS”

A distinction of the mark “IMS” could be added by a supplementary word element. 

This solution was dropped as such added word element shall be of a very high distinctiveness, so that beholder’s attention is at first attracted by that word element, which is from a legal perspective mission impossible (unthinkable are signs such as, e.g. “3G IMS” or “IMS created by 3GPP”, etc.) 

d)
Investigate a completely new sign

In view of the serious obstacles to a registration of “IMS” the recommended way forward is therefore to forbear completely from using the acronym “IMS” and to investigate a new and more distinctive sign. 
Such approach is requiring a strong branding effort and an offensive communication with the full support from the industry. 

Karl Heinz proposed in that context “I 3G MS”, which I believe is of a high distinctiveness and seems to be legally rather secure at first view (without having had performed a trade mark research).
Another similar solution could be to register only a graphic without any mention of “IMS”. That approach has been chosen e.g. in the past for the ETSI logo which is registered as a trademark only without the acronym ETSI. However, one should be aware that such solution is not providing any protection on the acronym “IMS” as such.
